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DETAILED ACTION 
Information Disclosure Statement 

1 . The references cited in the Search Report dated December 10, 2002 have been 
considered. 

Claim Objections 

2. Claim 6 is objected to because of the following informalities: n claim 6, the term 
"Claimsl" should be replaced with the phrase "Claims 1". Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 1 0 is rejected under 35 U.S.C. 1 1 2, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 10, the term "using" is indefinite. A "process" defined in the sole terms 
of "using" does not define patentable subject matter under 35 USC 101 . See In re 
Fong, 129 U.S.P.Q. 264 (CCPA 1961). The examiner suggests the language "A 
method for ink-jet recording comprising ejecting ink composition droplets in response to 
record signals to record onto a recording material wherein the ink composition is the ink 
composition as claimed in claim 6.". 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hayashi et al. (US 5,948,154). 

Hayashi et al. teach a yellow ink composition comprising a dye of the formula (XI) 




wherein R and R each independently represent phenyl or naphthyl substituted with 
a S0 3 M group; R 103 and R 104 each independently represent H, alkyl or methoxy; R 105 
and R 106 each independently represent H, hydroxyl or C 2 H 4 OH and M represents an 
alkali metal, ammonium or organic amine and a dye of the formula (XII) 
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wherein R and R each independently represent phenyl or naphthyl substituted with 
a substituent selected from the group consisting of OH, SO3M or COOM group; R 203 
and R 204 each independently represent H, alkyl or methoxy and M represents an alkali 
metal, ammonium or organic amine, water and a 15-35% by weight of a water-soluble 
organic solvent. The amount of each dye added is about 0.3-2.0% by weight and the 
dye represent by the above formula (XI) may be used as a mixture if two or more dyes 
of that formula. The ink has a pH of from 8.5-1 1 . Hayashi et al. further teach an ink jet 
printing method comprising filling the print head of an ink jet printer and ejecting ink 
droplets onto a substrate such as paper. See col. 2, line 25 - col. 3, line 22, col. 6, lines 
28-67, col. 7, lines 1-16, dye formulas (Y-1 ) and (Y-2), col. 9, lines 22-41, Table 1; 
example A2, col. 64, lines 59-60, Table 6; example C8, Table 8; example D8 and claims 
1 , 2 and 14-20. Hayashi et al. fail to specifically exemplify the use of a mixture of two 
dyes of the formula (XI) wherein both of the dyes contain sulfo groups on the 
substituents R 101 and R 102 . 
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Therefore, it would have been obvious to one having ordinary skill in the art to 
use the specific mixture of two dyes of the formula (XI) wherein both of the dyes contain 
sulfo groups on the substituents R 101 and R 102 as claimed by applicants as Hayashi et 
al. also discloses the use of these mixtures but fails to show an example incorporating 
them. 

Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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